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~ . " The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " 

" ^^^S^^t^^^T^^ ° f 37 CFR 1 - 136<a) ' n ° eVent ' h0WeVer ' ma * a re P'V be «mely filed 
alter bix (6) MONTHS from the mailing date of this communication 

" If NO £t r^?r Cifi8 ? "„T iS T thanthirty (30) daVS ' 3 re M" M " lhe »"iitory minimum of thirty (30) days will be considered timely 

Failure to^whhn taSS^T- ^T™ TTZ Pe " 0<> " M apP ' y Wi " eXpire SIX < 6 > M0NTHS from the maili "9 ** - '"is communication. 
An! v k Ik ^1°' f*"^ P !"° d f ° r reply W '"' by Slatute ' cause ,he ^plication to become ABANDONED (35 U.S C. § 133) 

tZlTr, ■ l ale ^ h , an " lree m ° nthS afterthe maili " 9 date of 0,15 communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). "=«»wc any 

Status 

1 )B Responsive to communication(s) filed on 06 July 2004 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 9^22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 9^22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1l9(a)-(d) or(f). 
a)DAII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ■ Applicants' amendments have corrected 1 1 2 problems as discussed in section 1 of the 

Office action mailed 4/26/04. Applicant's inclusion of the absorbing material in the epoxy or epoxy 
layer, removes the Blais et al (5,457,299) rejection. 

2. Claims 9-21 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 

the written description requirement. The claim(s) contains subject matter, which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

In dependant claims 9, 15 and 19 have been amended to include the phrase "the epoxy compound 
having included therein at least one high absorbing material", which literally requires that this material be 
a part of the compound, not merely a part of the layer or deposited with the epoxy compound. The 
specification does not provide support for the epoxy its self being the light-absorbing material, as is 
illustrated by dependent claims 10-12. Note claim 22, not included above, uses language appropriate to 
the disclosure and specific absorbing material listed else where, as it is included in the epoxide layer, not 
the compound! 

3. Claims 9-2 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

For the phrasing discussed above, it is unclear how materials, such as carbon black, metal 
powder, and to a lesser extent dye, are included in the claimed epoxy compound. For purpose 
examination over art, it will be assumed that meaning, as set forth in claim 22 was what was actually 
intended. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in order for the examiner 
to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 
35 U.S.C. 103(a). 

5. Claims 9-1 1 and 13-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Schoen et al (5,242,715), in view of Gelbart (6,214,276 Bl) and in view of Brunner et al (DE 
19640006A, see abstract, translation). 

The references were previously discussed in section 5 of the paper mailed 4/26/04, except for the 
translation of Brunner et al, which was not then available, and the disclosure thereof indicates that prior 
art thermal process that subject the semiconductor ships to thermal and mechanical stress are undesirable 
(p. 2 of trans.), then teaches use of radiation such as IR, UV or visible. The bottom of p.4 indicates 
usefulness of epoxy resins with p. 5 indicating that the light hardenable material may be employed with 
luminescence conversion substances that absorb applied wavelength, but these are taught to emit different 
wavelength, instead of converting to heat as claimed, hence Brunner it is no longer of interest as the 
primary reference, but remains of interest for intended use of epoxy resins as discussed in Schoen et al as 
combined with Gelbart, since Schoen et al teach a process that avoids the stress problems discussed by 
Brunner et al as well as the appropriation of the use if IR with epoxies. 

Note that while Schoen et al is using a process that is both UV and thermally hardened, that this is 
consistent with the claims as written, as they do not exclude the use of other means beside thermal to 
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cure, as long as the thermal process is involved in producing cured deposits. The taught thermal 
activators are additions to the resins. 

6 - Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schoen et al in 

view of Gelbart and Brunner as applied to claims 9-1 1 and 13-22 above, and further in view of Busman et 
al (5,756,689) for reason as discuses in section of paper mailed 4/26/04. 

7. Applicant's arguments filed 7/6/04 and discuses above have been fully considered but they 
are not persuasive. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1. 136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

9 - inquiry concerning this communication or earlier communications from the examiner 

should be directed to M L. Padgett whose telephone number is (571) 272-1425. The examiner can 
normally be reached on Monday-Friday from about 8:30 am to 4:30 pm 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Shrive Beck can be reached on (571) 272-1415. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/050,724 Page 
Art Unit: 1762 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

M. L. Padgett/af 
September 23, 2004 

October 20, 2004 A 




MARIANNE PADGETT 
PRIMARY EXAMINER 



